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I. EXECUTIVE SUMMARY 
 
The International Bar Association commissioned the Intellectual Property and 
Entertainment Law Committee in 2007 to conduct an international survey on anti-
counterfeiting and piracy in Europe, Africa, the Middle East, Asia Pacific, North, 
Central, and South America. The main purpose of the survey is to: 
 

• highlight the key challenges to the enforcement of Intellectual Property Rights 
(IPR), trademark and copyright goods in different jurisdictions; 

• identify a set of guidelines to deal with the issue. 
 

The key findings of the survey are listed below: 
 

• Counterfeiting of trademark goods and pirated copyright goods is increasing 
significantly despite the best efforts of right holders, enforcement agencies and 
other government authorities. 

• Every surveyed jurisdiction has a legal framework and minimum standards in 
place to fight counterfeiting and piracy and belongs to regional and 
international agreements. 

• The remedies in place in cases involving counterfeited goods are nearly equally 
divided into civil and criminal measures in each surveyed jurisdiction. 

• 14% of the surveyed jurisdictions reported that the way to enforce the IPRs is 
by customs seizures of imports of counterfeit products and associated 
equipment and materials. 

• 13% to 14% of the surveyed jurisdictions agreed that obstacles to effective 
combating are (1) the lack of deterrence for infringers, (2) the length of legal 
proceedings, and (3) the lack of trained officials including custom officials, 
judges, prosecutors and the police. 

• Inadequate enforcement of IP rights at both the police and prosecutorial levels 
are mainly due to (1) inadequate police resources; (2) inadequate prosecutorial 
resources; and (3) lack of training or expertise in the prosecution of criminal IP 
offences.  

• Between 13% and 14% of the surveyed jurisdictions indicated that the goods 
most affected by counterfeiting and piracy are Music CD’s, Film and Game 
DVD’s and Clothing.  

• The individual governments in the surveyed jurisdictions are addressing the 
issues of counterfeiting and piracy mostly by media campaigns and public 
awareness initiatives.  

 

II INTRODUCTION 
 
The term “counterfeiting” is commonly used to refer to a broad range of IPR 
infringements, including both trademark and copyright infringements. 
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This survey focuses exclusively on counterfeit trademarks goods and pirated copyright 
goods, both in respect of civil, criminal procedures and cross border measures. This 
survey is not directed at the wider issues of infringement and enforcement of other 
IPRs. 
 
According to the WTO Agreement on Trade-Related Aspects of Intellectual Property 
Rights (“the TRIPS Agreement”), counterfeiting and piracy are defined as follows:  
 
(a) counterfeit trademark goods shall mean any goods, including packaging, bearing 
without authorisation a trademark which is identical to the trademark validly registered 
in respect of such goods, or which cannot be distinguished in its essential aspects from 
such a trademark, and which thereby infringes the rights of the owner of the trademark 
in question under the law of the country of importation;  
 
(b) pirated copyright goods shall mean any goods which are copies made without the 
consent of the rights holder or person duly authorised by the rights holder in the 
country of production and which are made directly or indirectly from an article where 
the making of that copy would have constituted an infringement of a copyright or a 
related right under the law of the country of importation.1 
 
 
III. ABOUT THE SURVEY 
 

The scope and purpose of the survey was to gather data and identify, from a legal 
perspective, what can be done to deal with the global problem of counterfeiting and 
piracy more effectively. The survey responses originated from IP private practitioners 
and in-house counsels from 39 jurisdictions worldwide.2  

The main purpose of the survey is to identify, from a legal perspective, what can be 
done to deal with the global problem of counterfeiting and piracy more effectively and 
highlight the key challenges to the enforcement of IPRs (counterfeit trademark goods 
and pirated copyright goods) in different jurisdictions. The survey is unique as the 
focus is on the problems related to the enforcement of counterfeit trademarks and 
pirated copyright goods.  

 
1.   Background 
 

Counterfeiting and piracy constitute significant and growing problems facing industry 
worldwide. The existence of counterfeiting and piracy is detrimental to a well 
functioning economy; restraining investment and innovation, hampering growth of 
national economies, depriving legitimate enterprises and the state of its revenue. 
Counterfeiting and piracy has a negative impact upon consumers, businesses, and 
governments.  

 

                                                 
1 Footnote 14, Article 51, World Trade Organization, Agreement on Trade-Related Aspects of 
Intellectual Property Rights, http://www.wto.org/english/docs_e/legal_e/27-trips.pdf.   
2 It is important to bear in mind that there is a slight margin of error in the information due to incomplete 

data provided in some jurisdictions by law firms within the same jurisdiction. Having said this, every 
effort was made to minimise and discard inaccurate information. 
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“The benefits of innovation for economic growth and development are increasingly 
threatened by infringements of IPR worldwide. The problem of global counterfeiting 
and piracy has far-reaching consequences and requires a far-reaching cooperative 
solution.”3  
 
Global counterfeiting activities and piracy cost rights owners hundreds of billions of 
dollars yearly, as experts believe that counterfeiting and piracy account for roughly 5% 
to 7% of global trade.4 Today IP related products dominate goods flowing across 
international borders. Unfortunately a large percentage of these goods are infringing 
goods. In many parts of the developing world today, lack of enforcement of IPR 
remains the rule rather than the exception. 
 
The business profits that can be made with the trade of counterfeit and pirated goods 
are the major incentive for their existence, which would not exist without consumer 
demand.5  
 
The current high level of activity in counterfeit and pirated goods can be attributed to a 
number of factors: (1) advances in technology; (2) increased international trade and 
emerging markets; and (3) more products that are attractive to copy, such as software 
and branded clothing.  
 
A survey conducted by the World Intellectual Property Organisation (WIPO) in 20026 
identified that the barriers in fighting counterfeiting and piracy were the lack of 
remedies and penalties available, in other words the result of a poorly executed 
enforcement in connection with gaps in the legal framework.7  

Counterfeit and pirated goods have become a part of our daily life. Whenever we use a 
product or go shopping, the rights related to these goods are normally protected by 
IPRs.  

An adequate enforcement system requires a working legal framework to rely on which 
defines the rights and duties of those involved in combating counterfeiting and piracy.  

 
2. Survey Timetable 
 

                                                 
3 See ICC asks G8 task force for concrete plan to fight counterfeiting, Paris, 13 June 2007, available at 
http://www.iccwbo.org/iccbedai/index.html 
4 Covington & Burling LLP, Anti-Piracy and Anti-Counterfeiting,  2006,  available at 

http://www.cov.com/files/FirmService/4e533887-ccc3-4aef-b22b-
ec5f75ba49dd/Presentation/ceFirmServiceDocument3/Antipiracy%2520and%2520Anti-
Counterfeiting.pdf 

5 See Professor Michael Blakeney, Queen Mary Intellectual Property Research Institute Queen Mary, 
University of London: Guidebook on Enforcement of Intellectual Property Rights, page 6. 
6 WIPO, Doc., WIPO/EIM/3 and others such as OECD, Directorate for Science, Technology and 
Industry: Committee on Industry and Business Environment: Counterfeiting and Piracy: Country/ 
Economy Survey (DSTI/IND (2005)5); OECD, Directorate for Science, Technology and Industry: 
Committee on Industry and Business Environment: Counterfeiting and Piracy: Customs survey 
(DSTI/IND (2006)5); ORGALIME, The European Engineering Industries Association, IPR/ 
Counterfeiting Initiative: Questions for Industry Associations, Brussels 03/03/2006; European 
Commission, Sectorial Issues: Intellectual Property: Strategy for the enforcement of Intellectual 
Property Rights in third countries and Enforcement Survey 2006. 
7 “The message ‘improve your enforcement’ should be repeated, as frequently and at as high a level as 

possible”: Official Journal of the European Union (2005/ C 129/ 03), page 6. 
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Our work on the survey was split into two main phases: the first was identifying key 
issues, drafting the survey questionnaire and sending it to our members in various 
jurisdictions and the second was the analysis of the survey responses and production of 
the report.  

 

IV. ABOUT THE INTELLECTUAL PROPERTY AND ENTERTAINMENT 
 LAW COMMITTEE 
 
The Intellectual Property and Entertainment Law Committee is comprised of a diverse 
group of individuals involved in the practice of patent, trademark, and copyright, as 
well as other fields of law affecting IP. This Committee is committed to keeping its 
members fully informed about IP changes and actively engaged in influencing the 
latest developments in this ever-expanding field. Some of the Committee’s activities 
include public education, legislative action and research. 

More recently, the Intellectual Property and Entertainment Law Committee has 
become increasingly concerned with issues related to the enforcement and protection 
of IP rights.  

 
V.  SUMMARY ANALYSIS  
 
The enforcement of IPR is global in nature, as the counterfeiting and piracy market 
stretches across borders. Developed and developing countries have different issues 
when it comes to initiating and implementing IPR, yet over the past few years the need 
for increased attention to this issue has arisen. The main findings are as follows:  

 
1. Legal Framework 
 
Although every surveyed jurisdiction has a legal framework in place to fight 
counterfeiting and piracy, they are often poorly enforced. There is a clear need to 
improve civil, administrative and criminal provisions in legislation dealing with the 
enforcement of IPRs. There are insufficient government resources directed towards the 
enforcement of IP laws in many surveyed jurisdictions. 

 
On June 20, 2007, the International Trademark Association’s (INTA) Anti-
Counterfeiting & Enforcement Committee (ACEC) requested that the Board of 
Directors approve a resolution setting out INTA’s position with respect to 
harmonisation and improvements required in the international legal framework for 
criminal sanctions against the offence of trademark counterfeiting so that a harmonised, 
minimum level of deterrence is applied throughout the world.  “The implementation of 
the TRIPS Agreement into national laws has proven to be insufficient and 
shortcomings of the existing international framework for intellectual property 
enforcement have become more defined. There have been several national and some 
international efforts to increase the effectiveness of criminal sanctions against 
intellectual property crimes. All of those initiatives recognise the weakness in treating 
trademark counterfeiting almost solely as a trade issue and, therefore, place greater 
emphasis on criminalisation and international cooperation. There is an emerging 
consensus among governments and international government organisations that 
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something more needs to be done, especially about the involvement of organized 
crime.”8 
 
The available national legislation varies between provisions in civil and criminal 
codes, and more specific laws directly addressing IP and infringements in IP, such as 
trademark law, copyright law, patent law, etc. 
 
All jurisdictions of survey respondents have national Patent, Trademark and Copyright 
laws and are also parties to international treaties. TRIPS is the most common 
international treaty to which respondents belong. There are also regional treaties in 
areas such as North and South America. 

The jurisdictions surveyed are members of an international or regional agreement to 
fight counterfeiting and piracy. Overall, the convention with the most members is 
TRIPS (WTO’s Agreement on Trade-Related Aspects of Intellectual Property Rights) 
with 31.8%, followed by the Paris Convention for the Protection of Industrial Property 
(18.2%) and the Berne Convention for the Protection of Literary and Artistic Works 
(15.2%), and other WIPO treaties (14.5%). 20% of the jurisdictions are also part of 
regional agreements such as like the Andean Convention or the Security and Prosperity 
Partnership (SPP) between Canada, America and Mexico. 

31.8%

18.2%15.5%14.5%
20.0%

0.0%
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10.0%
15.0%
20.0%
25.0%
30.0%
35.0%
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2. Remedies Available for Cases involving Counterfeiting and Piracy 
 
For the most part, all jurisdictions surveyed have civil and criminal remedies available 
addressing counterfeiting and piracy. Administrative measures are less common, 
although some jurisdictions have mentioned that they are working to establish an 

                                                 
8 See International Trademark Association (INTA) Board Resolution,  Improvements in the International 
Legal Framework for Criminal Sanctions Against the Offense of Trademark Counterfeiting, June 20, 
2007, available at 
http://www.inta.org/index.php?option=com_content&task=view&id=1676&Itemid=153&getcontent=3 
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administrative avenue. 

35.2%

34.3%

30.6%

28.0%

29.0%

30.0%

31.0%

32.0%

33.0%

34.0%

35.0%

36.0%

Civil measures Criminal measures Administrative measures

 
3.  Means of Enforcement  
 

In order to properly protect IPR, an adequate IP enforcement system is essential. 
Customs seizures, civil and criminal raids and destruction of goods are the most 
common means of enforcement. Damages are also a widely relied upon means of 
enforcement, albeit an ex post facto method.  

12%

9%

12%

10%

11%

13%

12%

13%

8%
Criminal raids against manufactures and
distributors of counterfeit and pirated goods

Administrative raids, in particular in cases where
criminal remedies are unavailable

Customs seizures of imports of counterfeit products
and associated equipment and materials

Customs seizures of exports of counterfeit products
and associated equipment and materials

Customs seizures of counterfeit products and
associated equipment and materials in transit

Destruction of counterfeit and pirated goods

Criminal prosecution

Civil actions against legitimate manufactures,
distributors or suppliers that may engage in some
type of counterfeiting activity
Disclosure obligations

 
 

The surveyed jurisdictions indicated that the common means of enforcement available 
include: civil actions against legitimate manufacturers, distributors or suppliers who 
engage in some type of counterfeiting activity (13%), the destruction of counterfeit and 
pirated goods (13%), customs seizures of imports of counterfeit products and 
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associated equipment and materials (12%), the criminal prosecution (12%), and 
criminal raids against manufacturers and distributors of counterfeit and pirated goods 
(12%). 

Some countries have adopted stringent measures in an attempt to stop counterfeit and 
pirated goods at their borders. 
 
 
4.  Obstacles to Effective Combating 
 
According to the responses received main obstacles to the effective prevention and 
combating of counterfeiting and piracy are as follows: lack of public awareness (9%), 
lack of deterrence for infringers (8%), the length of legal proceedings (8%) and the 
lack of trained officials (8%). 
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Procedural complexity

Lack of technical protection means/standards  
 

5. Training of Officials 
 
Many developing countries view education of their judges, police and prosecutors as a 
means of reduction of IP infringements, while respondents of the survey generally look 
to international coherence in regard to IPR treaties and enforcement. 

For the most part, jurisdictions are optimistic about the increased enforcement of IPR 
in the future. Developing countries have made headway and seem eager to work with 
developed countries in strengthening IP legislation and enforcement in their domestic 
markets.  

Survey respondents identified customs officials as the category suffering most from 
lack of training of officials (35.6%), followed by the police (34.5%) and judges and 
prosecutors (29.9%).  
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35.6%

29.9%
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Subsequently, in a majority of jurisdictions governments are addressing these problems 
through public awareness initiatives (32.4%), followed by media campaigns (29.6%), 
training programmes for judges, customs officers, police authorities or public 
prosecutors (23.9%)—and last, but not least, by education (14.1%).  

29.6%

23.9%
14.1%

32.4%

Media campaigns

Training programmes for judges, customs officers,
police authorities or public prosecutors
Education

Public awareness initiatives

 
 
6. Affected Goods 
 
According to the responses received the goods most affected by counterfeiting and 
piracy include music CD’s (14%), followed by film and game DVD’s and clothing 
(13%), luxury goods (12%), software (11%), tobacco (10%) and shoes (8%). “In some 
nations, the vast majority of the software and musical recordings sold are counterfeit 
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versions. More than 90 percent of the recordings sold in China and Paraguay are 
pirated.”9 

10%

12%

7%

11%

14%

13%

13%

8%

6%
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Tobacco
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Electronic Goods

Others (Toys)

 
 
 
 
VI. EFFECTS OF COUNTERFEITING AND PIRACY 
 
Counterfeiting and piracy influences a country on several levels. The following section 
highlights the impact on the country’s economy, on the rights holders of the IPRs, on 
the consumers that buy the counterfeit or pirated goods and on the government.10  

 
1. Economy11 

 
The effect of counterfeiting and piracy on the economy is as follows: 

• Undermining of innovations: 
During an innovation process, much effort is put into the development and 
exploitation of ideas for new products and processes, and is a crucial driver of 
economic growth. Without a working protection of copyrights and trademarks, 
the motivation to develop new ideas and products will weaken. Especially 
important is an adequate protection in industries where the research and 
development of new products requires substantial funding, such as 
pharmaceuticals. 

• Financial gain of criminal networks: 

The financial gain of criminal networks is evidenced by the criminal parties’ 
likely involvement in other illegal activities, such as tax evasion and drug 
trafficking, and the economic rents used to finance further criminal activity.  

                                                 
9 Robin J Shapiro and Kevin A Hassett, The Economic Value of Intellectual Property, October 2005 
available at http://www.usaforinnovation.org/news/ip_master.pdf 
10 DST/IND (2007)9/Part4/Rev1, page 14. 
11 Official Journal of the European Union (2005/ C 129/ 03), page 12. 
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• Effect on environment: 
Environmental effects of counterfeiting and piracy is evidenced in the 
destruction of the growing numbers of seized goods and the resultant waste. 
Counterfeit goods themselves can also threaten the environment, such as the 
use of counterfeit fertilizer in China, Russia, Ukraine and Italy.12  

• Effect on employment: 

Employment is affected by counterfeiting and piracy through the shift (and the 
resulting loss) of jobs employed by rights holders to infringers. The 
implications are that the working conditions are much lower in businesses 
involved in illegal activities, threatening the welfare of employees by not 
complying with health, safety and other regulations.13  

• Lower foreign direct investment:  

The motivation for Foreign Direct Investments (FDI) in countries with a high 
rate of counterfeiting and piracy and/or no existing legal framework for 
enforcement of IPRs, is relatively low depending on individual sectors 
(especially in the pharmaceutical business, where an immense amount of 
money in research and development is involved).14 

 
2. Rights Holders15 

 

Rights holders are directly affected by the loss of royalties due to the infringements of 
copyrights. Rights holders’ brands or products are pushed out of the market by 
counterfeit and pirated products, as the latter are offered at lower prices due to lower 
reproduction costs, insignificant staff, and bypassing research and development costs. 
When consumers unknowingly purchase fake goods that do not meet expectations, 
they blame the original manufacturer or the genuine brand. If they never discover the 
deception they may be reluctant to buy the same brand again and communicate their 
dissatisfaction to other possible consumers, resulting in a loss of brand value and 
decrease in firm reputation. 

The rights holders are also affected by the preventive and reactive costs of combating 
illegal activities, drawing money away that could be used in innovation, improvements 
in quality, or other enhancements of the genuine product.16 

 
3. Consumers17 

 
Health and safety in consumers knowingly or unknowingly buying counterfeit and 
pirated goods are affected. Also, their experiences in consumer satisfaction are lower 
due to the poor quality of infringed goods. 

The health and safety of consumers is especially at risk when purchasing counterfeit 
goods used in automotives, electrical components, food and drinks, chemicals, 
                                                 
12 DST/IND (2007)9/Part4/Rev1, page 14. 
13 idem, page 1s5. 
14 idem. 
15 Official Journal of the European Union (2005/ C 129/ 03), page 14. 
16 DST/IND (2007)9/Part4/Rev1, page 16. 
17 Official Journal of the European Union (2005/ C 129/ 03), page 13. 
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pharmaceuticals, and the like. The illicit producers seldom, if ever, take interest in 
matching the quality, safety or performance of the genuine goods. 18 

Examples include: 

• The automotive sector, where low quality counterfeit brake pads, engine or 
chassis parts adversely impact the stability and safety of the car. 

• The electrical components sector, where counterfeit circuit breakers or 
switches can cause fires or fatalities through electric shocks. 

• The food and drink sector, where serious health problems are caused by 
counterfeit liquor or formulas for baby products. 

• The pharmaceuticals sector, where either the correct formula with incorrect 
ingredients, or correct ingredients with an inconsistent formula, can cause 
unforeseen and adverse consequences on patients.  

 
4. Governments 

 

The governments are directly affected by the business of counterfeiting and piracy in 
the loss of tax money due to lack of declaration.19 The losses are especially high in the 
tobacco and alcohol industries, i.e. those industries with high excise taxes. 

The costs generated by law enforcement in combating counterfeiting and piracy are 
borne by the governments, including handling and disposing of seized goods. Also, the 
government’s preventive efforts to fight illicit business such as raising public 
awareness or training of its officials, is expensive.20 

 
VII. BLUEPRINT TO ATTACK THE PROBLEM 

 

Information is crucial in the fight against counterfeiting and piracy. Without a reliable 
information database, the development of strategies for combat struggles, not knowing 
what to fight against or how. The following section discusses how to improve the 
facilitation of information on counterfeiting and piracy and how to analyse it in order 
to support the effort made by national and international organisations. The conclusion 
discusses what the extracted strategies and guidelines should include. 

    1. Information Improvement 
 

• Method of collection:  
 

Information needs to be systematically collected and comparable, covering 
different companies, sectors and economies.21 

• What to collect: 
 

                                                 
18 DST/IND (2007)9/Part4/Rev1, page 17. 
19 Corporate income tax, sales tax, value added tax, excise tax, import tariffs and social insurance 

charges.  
20 DST/IND (2007)9/Part4/Rev1, page 18. 
21 idem. 
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With regard to the framework developed by the World Customs 
Organisations,22 parameters were set in order to identify intercepted products 
which could be easily adapted to our cause: detailed description of the products 
involved with their value, quantity (number of items or weight, etc.) and date of 
interception. The type of infringement (trademark, copyright, etc.), the 
product’s origin and its routing (from origin to destination), are also identified. 
Finally the type of concealment and the detection method are identified. 

 

• How to collect: 
 

A probate tool to gather information is a survey. To enhance value, surveys 
should be standardised and sent to consumers (focusing on type, frequency and 
quantity of illicit goods that was purchased; the motivation behind these 
purchases and how they were bought), rights holders (focusing on a general 
report of the situation; how sales, investments, costs and brand value are 
affected; information about planned actions by the affected industry) and 
governments (focusing on the policies and actions at hand either planned or 
already put in motion; information about the efficiency of these programmes).23 

 

     2.  Analysis 
 

A thorough analysis of collected information is essential for the later development of 
strategies on how to combat counterfeiting and piracy. Direct and indirect approaches 
to estimate the magnitude of the effect of illicit business in specific product areas are 
taken. Economists should also be considered as they provide information about effects 
on prices, profits and sales in the targeted market area.24   

 

     3. Strategies and Guidelines 
 

The survey respondents identified the following key areas for improvement on how 
counterfeiting and piracy could be best attacked by governments and organisations, 
including recommendations for a set of guidelines. 

• Coordination and Cooperation 
 

The information used and the efforts undertaken should be coordinated on all levels: 
internationally, nationally, and regionally. By means of cooperation between various 
governmental departments and organisations, time is saved, costs are reduced and the 
rate of efficiency enhanced. Better cooperation and communication between the rights 
holders and the organisations involved in combating counterfeiting and piracy is also 
crucial. 

• Creation of policies 

                                                 
22 http://www.wcoomd.org/ie/index.html, also DST/IND (2007)9/Part4/Rev1, page 19.  
23 DST/IND (2007)9/Part4/Rev1, page 20. 
24 DST/IND (2007)9/Part4/Rev1, page 21. 
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While this is a political issue, clear policies on IP enforcement support the work of the 
ones involved in combating counterfeiting and piracy and conveys a clear message to 
the illicit businesses that their activities will be prosecuted.  

• Legal framework 
 

The parameters within the enforcement that can be pursued are set by the legal and 
regulatory framework. As the national laws vary from state to state it is important to 
encourage more countries to join international IPR treaties, as these provide some kind 
of common definition. Advancement of better implementation of international treaties 
concerning copyright and piracy issues in order to establish an internationally 
recognised definition of counterfeiting and piracy is needed.  

• Enforcement 
 

A functioning legal framework is essential for enforcement. The involved 
governmental authorities should be enabled with both the authority and financial 
resources together with manpower resources through the legislature or administrative 
policy. The establishment or creation of a system where the infringers are effectively 
held responsible and are therefore discouraged from future infringements is the need of 
the hour. 

 

VIII. EXAMPLES OF CASES BROUGHT TO COURT 
 

1. North, Central and South America 
 

1.1. Canada 
 
In Canada, the following criminal or administrative prosecution or actions have been 
brought to court: 
 

• Between 2001-2004, in partnership with other government departments and the 
private sector, the Royal Canadian Mounted Police (RCMP) conducted over 
1,800 investigations involving counterfeit goods in Canada.  During the same 
time period, the RCMP laid over 2,200 charges against individuals and more 
than 100 charges against companies. Municipal and provincial police services 
have also investigated and laid charges for Intellectual Property crimes. Pirated 
and counterfeit products worth tens of millions of dollars have been 
confiscated.  

• It is worth noting that a person who sells a counterfeit trademarked item as a 
"fake" is not intending to deceive or defraud and, therefore, cannot be charged 
with a trademark offence. In contrast, the Copyright Act provides a criminal 
sanction for wilful copyright piracy. A trademark depiction can be considered 
an original artistic work and can, therefore, be protected by the Copyright Act.25 

                                                 
25 As such, in several cases, authorities have prosecuted the sale of counterfeit goods using the 

Copyright Act.  Examples of such cases include R. v. AFC Soccer, [2002] M.J. No. 441, R. v. 
Benchmuel, [2005] O.J. No. 1008, R. v. Chen, [2004] B.C.J. No. 2072, and  R. v. San Francisco Gifts 
Ltd., [2004] A.J. No. 1608. 
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Civil actions that have been brought in Canada include: 

• The Canadian Recording Industry Association (CRIA) attempted to bring a 
lawsuit against file sharers to redress music piracy, but failed on an initial 
motion. The Federal Court refused to force ISPs to provide the identities of 
alleged file sharer customers. The court further found that both downloading 
music and putting it into a shared folder available to others online was legal in 
Canada. This decision was upheld by the Federal Court of Appeal. 

• Otherwise, civil actions for copyright and trademark infringement in 
counterfeiting cases are common in Canada. 

• In all types of cases criminal, administrative and civil, both compensatory and 
punitive/statutory damages are available in court. 

• Courts also pass Anton Piller orders, which provides for the right to search 
premises and seize evidence without prior warning. It is an ex parte order and 
is intended to prevent the accused from destroying incriminating evidence in 
cases of alleged breaches of copyright and trademark. 

• Other common enforcement reliefs include Norwich Pharmacol orders and 
Mareva injunctions. A Norwich Pharmacol order is made against defendants' 
financial institutions. The discovery order requires that the financial institutions 
disclose all of the defendants’ banking records to the plaintiff and not to 
disclose the making of this order to the defendant. Mareva injunction is made to 
freeze the assets of the alleged infringer so that they cannot be removed beyond 
the jurisdiction of the Court or alienated to frustrate the judgment.  

 

 1.2. Colombia 
 

• Criminal or administrative actions brought in Colombian courts relied on 
Article 306 of the Colombian Criminal Code, stating: “Whoever may 
fraudulently use a trade name, trade emblem, trademark, patent of invention, 
utility model or industrial design or would infringe obtainers rights legally 
obtained, or may use a trade name, trade emblem, trademark, patent of 
invention, utility model or industrial design that would be confusingly similar 
to one legally protected shall incur in 4 to 8 year imprisonment and a fine 
ranging between 26.66 to 1,500 monthly legal minimum salaries in force.”  

• The Attorney General’s Office has a special intellectual property unit to 
prosecute IP rights infringements.  

• Administrative actions per se are not available in Colombia. However, nullity 
actions against decisions of the Trademark Office and the Patent Office may be 
filed before the Council of State, which is the highest contentious 
administrative court. The nullity action is a judicial, not an administrative, 
action. It is often used by owners of IPRs who believe that the Trademark 
Office or the Patent Office should not have granted a right to a third party 
because it conflicts with previous IP rights granted to the original rights holder. 

• Civil actions are frequently initiated in Colombia to prevent third parties from 
violating IPRs and to obtain damages. It authorises rights holders to request 
injunction measures even before the filing of an infringement action. An 
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infringement action may take from three to five years to be decided in the first 
stage. 

• Damages are awarded in counterfeiting cases.  

  
 1.3.  Venezuela 
 

• The survey respondent handles a large number of criminal and administrative 
actions for various clients for the protection of IP rights, and especially to stop 
the sale of counterfeit trademark goods and pirated copyright goods. 

• Civil cases have also been instigated against counterfeiters in Venezuela. 

• Damages are awarded in counterfeiting cases, in all criminal, administrative 
and civil courts.   

  
     2.  Europe 
 

2.1. Austria 
 
Court actions in criminal or administrative prosecutions or civil cases are seldom, 
whereas the most cases end through customs seizures. But damages are awarded in 
counterfeiting cases.  

 
 2.2.  Portugal 
 
Criminal, civil, and administrative actions have all been brought to court, but no 
specific numbers reveal the number of each.  

 

 2.3   Turkey 
 

• In general, owners of brands and well-known trademarks initiate criminal 
actions against the infringer in the majority of Turkey’s criminal or 
administrative IP actions. There are many such criminal actions, but due to the 
lack of a centralised court record system, details cannot be provided.  

• In general, civil actions that have been brought to court involve owners of 
trademarks/industrial designs/patents initiating civil actions against infringing 
parties, requesting a determination of the following before specialised courts of 
intellectual property:  

o Determination of the acts infringing the trademark/industrial 
design/patent, 

o Cessation of the acts which infringe the trademark/industrial 
design/patent, 

o Remedy of infringement, 

o Compensation of tangible and intangible damages, including loss of 
profit, 
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o Seizure of goods, equipment, tools and machinery used to produce such 
goods, 

o Obtaining the proprietorship right on seized goods.  In such cases, the 
value of said goods shall be reduced from the compensation amount, 
and if the value of the goods exceeds the compensation amount, then 
the balance shall be repaid to the infringing party, 

o Enforcement of measures in order to prevent the continuity of 
infringement of the trademark, removing the trademarks from the 
products and tools that have been seized, and destruction of such if 
essential for the prevention of the infringement. 

o Notification to the related persons and disclosure to the public of the 
court decision rendered against the infringing party 

• Damages are awarded in counterfeiting cases.  

 
      3.   Africa 
 

3.1. Nigeria 
 

• Criminal or administrative IP actions are usually settled by the complainant, 
frequently bypassing the full trial process.  

 

• However, if victims of counterfeiting and piracy do not bring actions, law 
enforcement agents will not take action. This policy is responsible for the high 
incidence of piracy of foreign works in Nigeria, since victims are not present in 
Nigeria and as such do not file complaints against the abuse of their works. 

• Damages are awarded in counterfeit cases when cases actually make it to court.
  

   

      4.   Middle East and Asia 
 

4.1. China 
 

• Recently, three copyright infringers were sentenced to imprisonment for 
providing infringing online games to the public without authorization from the 
copyright owners. A large fine was also imposed to the infringers for their 
copyright infringement. 

• In 2006, the Court of First Instance of the PRC accepted 4,264 copyright cases 
and 1,325 trademark cases. 

• Damages are awarded in counterfeit cases.  

   
 4.2.    Vietnam 
 

• Administrative prosecutions against IP infringement in Vietnam include 
warnings, fines, revocation of the business license or certificate for IP 
representing services, confiscation of evidence, removal of manufacturing 
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equipment; rectification of false information caused by the violating act; 
fulfilment of obligations relating to IP rights; submitting of additional evidence 
on IP and/or the destruction of the goods that bear the infringing elements. 

• Compensation shall be a civil action that is applied in case the counterfeiting 
cases are brought to the court for judgement.  

• Damages are awarded.  

 
            4.3   Hong Kong 
 

• The Customs and Excise Department (C&ED) in Hong Kong seized goods 
worth about $137 million and arrested 957 persons under the Copyright 
Ordinance in 2005. They also investigated laundering of proceeds from the 
pirated optical discs syndicates. A total of $53.29 million worth of assets 
suspected to be derived from the infringing activities were restrained under the 
Organized and Serious Crimes Ordinance in 2005. The C&ED also took 
criminal actions against commercial goods with forged trademark or false label 
under the Trade Descriptions Ordinance. 

 
• Hong Kong has also pursued high-profile targets. The Court of Final Appeal 

confirmed the conviction of Chan Nai-Ming (nicknamed “Big Crook”) for the 
unlicensed dissemination of three copyright films via the internet using the 
popular file-sharing software: “BitTorrent” on 18 May 2007. This was the 
world’s first criminal conviction involving BitTorrent file-sharing.   

 
 4.4   Australia 
 

• Intellectual property enforcement is very high on the Australian Government's 
list of priorities.  The Government has increased funding to strengthen the 
capability of the Australian Federal Police to pursue serious and complex IP 
crime, particularly where organised or trans-national criminal elements are 
involved. 

 
• Various reforms are also being considered, including the introduction of on the 

spot fines for trade mark infringement which could be enforced by State Police 
which are similar to the tiered offences and on the spot fines that have been 
introduced into the Copyright Act. 

 
IX. CONCLUSION 
 
The following set of guidelines, derived from survey responses, may be implemented 
on a national or international level to fight counterfeiting and piracy more effectively.  

• Legislative changes or policy revisions, better enabling law enforcement and 
relevant authorities to combat counterfeiting and piracy, 

• Devotion of proper authority and resources, financial and manpower, through 
either legislative changes or policy revisions. 

• Effective cooperation and communication with responsible authorities within 
the state, as well internationally. 
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• Collaboration of public authorities and private organisations in order to more 
effectively tackle counterfeiting and piracy. 

• Where necessary, to advance a better implementation of international treaties 
concerning copyright and piracy issues in order to establish an internationally 
recognised definition of counterfeiting and piracy.  

• “Know the enemy,” that is, create and maintain an essential intelligence 
information database accessible to everyone involved on the latest 
developments, technology, and trends in the counterfeiting and piracy world. 

• Stronger cooperation and communication between rights holders and the 
organisations involved in combating counterfeiting and piracy. 

• The establishment or creation of a system where infringers are effectively held 
responsible and therefore discouraged from future infringements.  

• Improvements in law enforcement, along with closer co-operation between 
industry, governments and other stakeholders. 

• Compliance programs, education and media outreach. 

• Making it a criminal offence to reproduce, manufacture, import, distribute 
and/or sell counterfeit goods. 

• Make the manufacture, sale, and distribution of fake labels of authenticity an 
offence in the Criminal Code. 

• Enact legislation clearly defining offences for commercial circumvention 
activities and making persons liable who distribute pirated digital works and 
who manufacture and/or distribute circumvention devices for commercial gain 
liable. 

• Strengthen civil remedies for counterfeiting and piracy infringements. 

• Implement provisions for imposition of personal liability on the directors and 
officers of corporations engaging in counterfeiting or piracy, and shareholder 
liability if it is a shell corporation. 

• Introduce administrative monetary penalties for the importation and exportation 
of counterfeit and pirated goods. The penalties should be set sufficiently high in 
order to act as an effective deterrent. 

• Increase damages and penalties under the Copyright Act. 

• Encourage prosecutors to seek more significant penalties for counterfeiting and 
piracy violations, including imprisonment. 

• Collaboration between enforcement agencies, government departments and 
industry, in concert with an adequate IP protection regime and anti-
counterfeiting/piracy measures from the industry, to properly protect IP rights 
and reduce IP crime 

• Stronger education campaigns to inform manufacturers, distributors, retailers, 
consumers and others about the economic and social impact of counterfeiting 
and piracy. 

• Stronger legislative framework. 

• Adequate financial and human resources. 
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• Develop policies in the international legal framework for criminal sanctions 
against the offence of trademark counterfeiting. 

 

The following jurisdictions, grouped by region, participated in the survey:  

 
 

 North and Central America 
Canada 
Commonwealth of Puerto Rico 
Mexico 
United States of America 
 

 South America and the 
Caribbean 
Argentina 
Aruba 
Colombia 
Paraguay 
Peru 
Uruguay 
Venezuela  

 
 Europe 

Austria 
Croatia 
Germany 
Greece 
Hungary 
Italy 
Lithuania 
Poland 

Portugal 
Romania 
Russia 
Slovak Republic 
Spain 
Switzerland 
Turkey 
Ukraine 
United Kingdom 

 
 Africa 

Nigeria 
South Africa 
Tunisia 

 
 Asia and the Pacific 

Australia 
Hong Kong 
New Zealand 
People’s Republic of China 
Singapore 
Sri Lanka 
Vietnam 
 

 
 
 
 Middle East 

Iran 
Syria 
United Arab Emirates  
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X.  VIEWS FROM SINGAPORE: IBA ANNUAL CONFERENCE 
 OCTOBER 2007 
 
The International Bar Association (IBA) Intellectual Property and Entertainment Law 
Committee presented a panel discussion titled ‘Measures for Combating 
Counterfeiting and Piracy’ on 22 October, 2007 at the IBA Annual Conference in 
Singapore. 
 
The session was chaired by Rosemary M Wallis, Vice-Chair IBA Intellectual Property 
and Entertainment Law Committee and by Patricia Hoet-Limbourg, Chair IBA 
Trademark Law Subcommittee. The distinguished panellists included Clive Elliot of 
Shortland Chambers, New Zealand; Jim Lim of Shook Lin & Bok, Singapore; Rayan 
Tai of Adidas Services Limited, Hong Kong SAR; Gerard van der Wal of Houthoff 
Buruma, Belgium and Ira Nishisato of Borden Ladner Gervais LLP, Canada.  
 
Counterfeiting and piracy was stated as the crime of the twenty-first century. It was 
observed that advances in technology had enabled reproduction of high quality 
counterfeit goods, from such diverse areas as pharmaceuticals to DVDs and designer 
clothing. The best of these were virtually indistinguishable from the genuine products, 
coming from the same countries. It was further held that the standard legal measures 
from the past were failing to stem the tide, resulting in a global underworld economy 
in counterfeit goods.  
 
The recent increase in counterfeiting and piracy was attributed to the following main 
reasons:  
 

• Lack of consumer awareness about counterfeiting and piracy.  
• Absence of a reliable intelligence information database on infringers and 

infringements.  
• Lack of coordination between various enforcement agencies both national and 

international. 
• Lack of specialised courts and judges for an effective grievance redress 

system. 
• Ineffective implementation of laws and inadequate enforcement action.  

 
The lead measures undertaken by nations across the globe to combat counterfeiting 
and piracy were classified into three main approaches of civil, criminal and 
administrative actions. The jurisdictions that had recently enacted legislations dealing 
with copyrights, trademarks and geographical indications were also identified and 
acknowledged. 
 
The panellists provided practical illustrations and highlighted the negative effects of 
counterfeiting and piracy affecting interests of consumers, investments, innovations 
and global economic growth. The panel further analysed the prevailing enforcement 
measures together with the present strategies of different brand owners and how they 
could cooperate with the public sector and join forces to overcome this problem in the 
near future. It was also felt that mere civil and administrative actions were not 
sufficient, and therefore, criminal penalties were needed to act as a deterrent. 
Effective cooperation and communication with responsible authorities within the state 
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and across the globe was also the need of the hour. More importantly, the panel 
concluded that it was very essential to further enhance global public awareness for an 
effective protection of Intellectual Property Rights. 

 
 

 
 

------------- 
 


